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REMARKS 

Uw is iii response Uj :he ( >ffice Action of M.ii\h \ 3**7 Applicants ^rateluUv aokivxCeu^ 
the indicated aiiuYviibMa of claims 25-2 7 . rbun sO is rewritten sn sndependejst $bnn. \i 0 :icv\ niatta is 
introduced b\ diis Amendment. Claims i, 2. CiJ, M i 6. R 2(1 2*-2 \ and 2<*-32 a-e petiiij^ m the 
application. 

Claims 10, 15, 16, and 20 are rejected under 35 U.S.C § 102 as being anticipated by WO 
94/25482. OSice Action, pages 2-4. Claims 10. 15. 16, and 20 are rejected under 35 U.S.C. § 102 as 
being anticipated by JP09301888A. Office Action, pages 4-5. Claims 10. 15. 16, and 20 are rejected 
under 35 U.S.C. § 102 as being anticipated by JP10087509A. Office Action, pages 5-6. The basis for 
each of these rejections involves the Examiner's assertion that the references in question disclose the 
sequence Tyr>Pn>Asr>CHu-lle-Glu-Tyr-Be-Phc-Lys-Pro-Ser. However, the instantly rejected claims are 
limited to the sequences Gln-I^Val>Uu^iis-Le^VaNAla-Leu-As^Tlir-Pro-Leu. Va!-Pn>Ile~Val- 
Asrs-Leu-Lys-Asp-G la- Vai-Leu-Ser-- Pro-Sen and llts-Pro-Ala-Trp Pv C n-L> s- Vr-Vji-Trp-His-Gly- 
Ser-Asp-Pro-Ser. It is not seen that the sequence noted by the Exa.mr.ei anHcuntes ary of claims 10. 
15. 16, and 20. 

I Lxjmo 1. 2, 6-8. H. 14. i l K and 2'' me rejected urseer 3*1 S C . ? 102 as M*Hf ar.fici pared bv 
WO 94'25*?82 OUice A^on. pages 2~. Claims 1 2. 6 8. 13. 14, i9. and 39 are i^ected mJb 35 
CSC. <i H2 as bein: anticipated b\ JPu9"o:s$8A. ( tffxe Ae-aoo. piut ? 4-5 Claims 1.2.6-S. 13. !4, 
K and 2*J are rejected under 55 f .SC. * 102 heai^ arraerpatU h\ JP:008?50 i! A. Oiilot Action 
page; S-ii. 1 he rejcxl'ons are rcsftctfulK traversed 
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A fundamental feature of all of the peptides involved m the present claims is that they comprise 
-'a portion of an endostatin protein". Noting m the Examiner's statement of trie rejections explains how 
that feature of Applicants" invention as claimed is allegedly met by any of the reference? cited. 
Accordingly, dre Examiner has failed to state a sustainable rejection of any of the claims in question. 

Another feature of all of the instantly rejected claims is the requirement that the peptides exhibit 
an iC«)of20 iiM or less in a bovine aorta endothelial cell proliferation assay or exhibit inhibition of 
angiogenesis in a chick chorioallantoic membrane assay of at least 30% at a dose of SO ug/coversiip. 
The Examiner argues that these features are inherent in the reference disclosures. However, to serve as 
an anticipation where, as here, the reference is silent about the asserted inherent characteristic, 
she gap in the reference must be filled. 3t may be filled with recourse to extrinsic evidence. Such 
evidence must make clear that the missing descriptive matter is necessarily present in the thing 
described in the reference, and that it would be so recognized by persons of ordinary skill. 
Continental Can Co. USA Inc. v. Monsanto Co., 20 USPQ2d 1746 (Fed. Cir. 1991). 'Inherency, 
however, may not be established by probabilities or possibilities. The mere fact that a certain 
thing may result from a given set of circumstances is not sufficient." Hansgirg v. Kemmer, 40 
USPQ 665, 667 (CCPA 1 939} (emphasis in original). The Examiner here has not established 
that persons of ordinary skill in the an would have recognized that the reference peptides exhibit 
an IC;oof 20 uM or less in a bovine aorta endothelial ceil proliferation assay or exhibit inhibition of 
angiogenesis in a chick chorioallantoic membrane assay of at least 30% at a dose of 50 pg/coversiip. 
For this reason too the rejection of record is not believed to be sustainable. 
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h; \iew of Che a'.vve, the Examiner is requested to v.thdraw the i ejections of record and 
to pijs.s this ^ppHcaUon to I^ue. If bo would like to di-scu^ any i-^uc-s concerning thi^ 
4 ippho<itio:i. hx'iniiP.cr is invited to telephone Rivhard Gallagher { Reins tr<jt «n \o ?R,781 ; at 
(703) 205-8008. 



! i aei ewrs d c CV^ M'-s i>oc s ie.ei> aatao^AX to <lt> " "Vpoi t Ac_oji. No \ i 

<■> k ^•Urt'or- acrc M . ccc _jJei 1 / r I i. lb n\ ~,~ cu'aiK exxnvor or <i\ rets 
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